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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AMERICAN ITALIAN PASTA COMPANY
Opposition No. 91161373
Opposer,

[ —

V.

BARILLA G. ER. FRATELLI - SOCIETA
PER AZIONI,
Applicant.
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J—
—
- ]
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OPPOSER’S NOTICE OF RELIANCE UNDER RULE 2.122(e)

Noticeis hereby given, pursuant to Trademark Rule 1.222(e), that Opposer, American Italian
Pasta Company, is filing and placing in evidence Opposer’s Exhibits 115 through 218, and will rely
upon as evidence the following decisions as copies of official records:

Opposer’s Exhibit 115 American Italian Pasta Company v. New World Pasta, Civil Action
No. 02-0594-CV-W-SOW, Opinion dated February 25, 2003.

Opposer’s Exhibit 116 American Italian Pasta Company v. New World Pasta, Appeal No.
03-2065, Opinton dated June 7, 2004.

These opinions are relevant to Opposer’s historical use of AMERICA’S FAVORITE
PASTA, the fact that the mark is puffery and has been consistently used as a trademark and not a

statement of fact.

Opposer’s Exhibit 117 Certified copy of U.S. Registration No. 2,467,054 for AMERICA’S
FAVORITE TRUCK CAMPER

Opposer’s Exhibit 118 Certified copy of U.S. Registration No. 2,076,574 for AMERICA’S
FAVORITES

Opposer’s Exhibit 119 Certified copy of U.S. Registration No. 1,605,872 for AMERICA’S
FAVORITE MAIL,
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Opposer’s Exhibit 120

Opposer’s Exhibit 121

Opposer’s Exhibit 122

Opposer’s Exhibit 123

Opposer’s Exhibit 124

Opposer’s Exhibit 125

Opposer’s Exhibit 126

Opposer’s Exhibit 127

Opposer’s Exhibit 128

Opposer’s Exhibit 129

Opposer’s Exhibit 130

Opposer’s Exhibit 131

Opposer’s Exhibit 132

Opposer’s Exhibit 133

Opposer’s Exhibit 134

Certified copy of U.S. Registration No

. 2,149,887 for AMERICA’S

FAVORITE CHOCOLATE CHIP COOKIE!

Certified copy of U.S. Registration

No. 2,425,990 for DELTA

CERAMCOAT - AMERICA’S FAVORITE ACRYLIC PAINT

Certified copy of U.S. Registration No
FAVORITE

Certified copy of U.S. Registration No
FAVORITE PBX ASSISTANT

Certified copy of U.S. Registration No
FAVORITE FAX ASSISTANT

Certified copy of U.S. Registration No
FAVORITE E-MAIL ASSISTANT

Certified copy of U.S. Registration No
FAVORITE COOKIE

Certified copy of U.S. Registration No
FAVORITE ON THE GO

Certified copy of U.S. Registration No
FAVORITE JELLY BEAN

Certified copy of U.S. Registration No
FAVORITE SOUR GUM

Certified copy of U.S. Registration No
FAVORITE FAVORS

Certified copy of U.S. Registration No
FAVORITE WATER HEATER

. 1,924,855 for AMERICA’S

. 2,606,105 for AMERICA’S

. 2,590,034 for AMERICA’S

. 2,590,035 for AMERICA’S

. 2,572,410 for AMERICA’S

. 2,034,322 for AMERICA’S

. 2,077,329 for AMERICA’S

. 2,347,915 for AMERICA’S

. 2,054,560 for AMERICA’S

. 2,566,340 for AMERICA’S

Certified copy of U.S. Registration No. 2,224,026 for BONGO BLUE
JEANS ALWAYS AMERICA’S FAVORITE

Certified copy of U.S. Registration No. 2,063,618 for PLAY
AMERICA’S FAVORITE PASTIME WITH AMERICA’S

FAVORITE BEER

Certified copy of U.S. Registration No.1,777,517 for AMERICA’S

FAVORITE MUSHROOM
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Opposer’s Exhibit 135

Opposer’s Exhibit 136

Opposer’s Exhibit 137

Opposer’s Exhibit 138

Opposer’s Exhibit 139

Opposer’s Exhibit 140

Opposer’s Exhibit 141

Opposer’s Exhibit 142

Opposer’s Exhibit 143

Opposer’s Exhibit 144

Opposer’s Exhibit 145

Opposer’s Exhibit 146

Opposer’s Exhibit 147

Opposer’s Exhibit 148

Opposer’s Exhibit 149

Certified copy of U.S. Registration No. 2,155,994 for AMERICA’S
FAVORITE SOFT PRETZEL

Certified copy of U.S. Registration No. 1,791,096 for AMERICA’S
FAVORITE

Certified copy of U.S. Registration No. 2,308,087 for CHICKEN
AMERICA’S FAVORITE

Certified copy of U.S. Registration No. 2,315,085 for CHICKEN
AMERICA’S FAVORITE

Certified copy of U.S. Registration No. 2,506,337 for AMERICA’S
FAVORITE REPLACEMENT WINDOW

Certified copy of U.S. Registration No. 2,561,713 for AMERICA’S
FAVORITE CHEESESTEAK

Certified copy of U.S. Registration No. 1,899,204 for AMERICA’S
FAVORITE OIL CHANGE

Certified copy of U.S. Registration No. 2,639,844 for AMERICA’S
FAVORITE FEAST

Certified copy of U.S. Registration No. 3,072,727 for AMERICA’S
FAVORITE TOOL STORE

Certified copy of U.S. Registration No. 1,817,597 for AMERICA’S
FAVORITE

Certified copy of U.S. Registration No. 2,712,272 for AMERICA’S
FAVORITE MARKETPLACE

Certified copy of U.S. Registration No. 1,706,042 for AMERICA’S
FAVORITE

Certified copy of U.S. Registration No. 1,837,304 for AMERICA’S
FAVORITE HOLIDAY CANDY

Certified copy of U.S. Registration No. 2,263,243 for AMERICA’S
FAVORITE

Certified copy of U.S. Registration No. 2,590,033 for AMERICA’S
FAVORITE RECEPTIONIST
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Opposer’s Exhibit 150

Opposer’s Exhibit 151

Opposer’s Exhibit 152

Opposer’s Exhibit 153

Opposer’s Exhibit 154

Opposer’s Exhibit 155

Opposer’s Exhibit 156

Opposer’s Exhibit 157

Opposer’s Exhibit 158

Opposer’s Exhibit 159

Opposer’s Exhibit 160

Opposer’s Exhibit 161

Opposer’s Exhibit 162

Opposer’s Exhibit 163

Opposer’s Exhibit 164

Certified copy of U.S. Registration No. 2,590,036 for AMERICA’S
FAVORITE VOICE MAIL

Certified copy of U.S. Registration No. 2,641,675 for AMERICA’S
FAVORITE SNACK CAKES

Certified copy of U.S. Registration No. 2,806,008 for AMERICA’S
FAVORITE HUMMUS

Certified copy of U.S. Registration No. 2,392,406 for AMERICA’S
FAVORITE KARTING STORE!

Certified copy of U.S. Registration No. 2,853,695 for TUMARO’S
GOURMET TORTILLAS AMERICA’S FAVORITE GOURMET
TORTILLAS

Certified copy of U.S. Registration No. 2,122,025 for AMERICA’S
FAVORITE ON THE GO!

Certified copy of U.S. Registration No. 2,119,233 for AMERICA’S
FAVORITE SINCE

Certified copy of U.S. Registration No. 1,674,342 for AMERICA’S
FAVORITE 25K

Certified copy of U.S. Registration No. 2,479,220 for AMERICA’S
FAVORITE WORKBOOTS

Certified copy of U.S. Registration No. 2,953,789 for AMERICA’S
FAVORITE 1 LB. DELI-POUCH

Certified copy of U.S. Registration No. 2,934,459 for AMERICA’S
FAVORITE BUSINESS GIFTS

Certified copy of U.S. Registration No. 2,306,720 for AMERICA’S
FAVORITE BUSINESS GIFTS

Certified copy of U.S. Registration No. 2,458,792 for AMERICA’S
FAVORITE SKINLESS CHICKEN SINCE 1981

Certified copy of U.S. Registration No. 2,420,309 for AMERICA’S
FAVORITE SKINLESS CHICKEN SINCE 1981

Certified copy of U.S. Registration No. 2,712,277 for AMERICA’S
FAVORITE MARKETPLACE
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Opposer’s Exhibit 165

Opposer’s Exhibit 166

Opposer’s Exhibit 167

Opposer’s Exhibit 168

Opposer’s Exhibit 169

Opposer’s Exhibit 170

Opposer’s Exhibit 171

Opposer’s Exhibit 172

Opposer’s Exhibit 173

Opposer’s Exhibit 174

Opposer’s Exhibit 175

Opposer’s Exhibit 176

Opposer’s Exhibit 177

Opposer’s Exhibit 178

Opposer’s Exhibit 179

Certified copy of U.S. Registration No. 2,994,383 for AMERICA’S
FAVORITE POPCORN

Certified copy of U.S. Registration No. 2,740,021 for FESTIVAL
MARKETPLACE, AMERICA’S FAVORITE MARKETPLACE

Certified copy of U.S. Registration No. 2,868,126 for AMERICA’S
FAVORITE MATTRESS

Certified copy of U.S. Registration No. 2,359,173 for AMERICA’S
FAVORITE CANDIES

Certified copy of U.S. Registration No. 2,768,392 for AMERICA’S
FAVORITE SHOPPING DESTINATIONS

Certified copy of U.S. Registration No. 2,242,272 for AMERICA’S
FAVORITE OMELETTES

Certified copy of U.S. Registration No. 2,520,064 for AMERICA’S
FAVORITE MUSHROOM

Certified copy of U.S. Registration No. 2,331,109 for MISTER
SPARKY AMERICA’S FAVORITE ELECTRICIAN

Certified copy of U.S. Registration No. 2,864,842 for AMERICA’S
FAVORITE GARAGE DOORS

Certified copy of U.S. Registration No. 2,244,139 for AMERICA’S
FAVORITE FRIES

Certified copy of U.S. Registration No. 2,360,994 for AMERICA’S
FAVORITE FRIES

Certified copy of U.S. Registration No. 1,296,999 for “AMERICA’S
FAVORITE BOAT RIDE”

Certified copy of U.S. Registration No. 2,956,254 for AMERICA’S
FAVORITE BOATS

Certified copy of U.S. Registration No. 2,901,133 for AMERICA’S
FAVORITE SHOPPING NEWS

Certified copy of U.S. Registration No. 2,762,465 for TUMARO’S
AMERICA’S FAVORITE GOURMET TORTILLA
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Opposer’s Exhibit 180

Opposer’s Exhibit 181

Opposer’s Exhibit 182

Opposer’s Exhibit 183

Opposer’s Exhibit 184

Opposer’s Exhibit 185

Opposer’s Exhibit 186

Opposer’s Exhibit 187

Opposer’s Exhibit 188

Opposer’s Exhibit 189

Opposer’s Exhibit 190

Opposer’s Exhibit 191

Opposer’s Exhibit 192

Opposer’s Exhibit 193

Certified copy of U.S. Registration No. 2,760,452 for AMERICA’S
FAVORITE HOME PARTY CANDLES

Certified copy of U.S. Registration No. 1,858,052 for AMERICA’S
FAVORITE STORES FOR PEOPLE WHO LOVE TO MAKE
MUSIC

Certified copy of U.S. Registration No. 2,961,590 for AMERICA’S
FAVORITE CRABMEAT

Certified copy of U.S. Registration No. 2,419,870 for TUMARO’S
GOURMET TORTILLAS — AMERICA’S FAVORITE

Certified copy of U.S. Registration No. 2,367,259 for AMERICA’S
FAVORITE ON-LINE SHRINK

Certified copy of U.S. Registration No. 2,558,945 for AMERICA’S
FAVORITE PIZZA FEAST

Certified copy of U.S. Registration No. 2,586,743 for AMERICA’S
FAVORITE QUIZ SHOW

Certified copy of U.S. Registration No. 2,514,110 for AMERICA’S
FAVORITE MUSIC

Certified copy of U.S. Registration No. 2,390,933 for TEMO
SUNROOMS “AMERICA’S FAVORITE ENVIRONMENT”

Certified copy of U.S. Registration No. 2,706,118 for THE
BOUNDARY WATERS JOURNAL THE MAGAZINE OF
AMERICA’S FAVORITE WILDERNESS AREA

Certified copy of U.S. Registration No. 2,164,875 for AMERICA’S
FAVORITES MADE FRESH

Certified copy of U.S. Registration No. 2,154,372 for AMERICA’S
FAVORITE CORN DOG

Certified copy of U.S. Registration No. 2,711,987 for CHECKS -
AMERICA’S FAVORITE WAY TO PAY

Certified copy of U.S. Registration No. 2,299,622 for AMERICA’S
FAVORITE FOODS PRESTO

Page 6 of 10




Opposer’s Exhibit 194

Opposer’s Exhibit 195

Opposer’s Exhibit 196

Opposer’s Exhibit 197

Opposer’s Exhibit 198

Opposer’s Exhibit 199

Opposer’s Exhibit 200

Opposer’s Exhibit 201

Opposer’s Exhibit 202

Opposer’s Exhibit 203

Opposer’s Exhibit 204

Opposer’s Exhibit 205

Opposer’s Exhibit 206

Opposer’s Exhibit 207

Certified copy of U.S. Registration No. 2,722,791 for AMERICA’S
FAVORITE FLAVORS

Certified copy of U.S. Registration No. 1,791,773 for AMERICA’S
FAVORITE PIZZA FEAST

Certified copy of U.S. Registration No. 2,932,044 for AMERICA’S
FAVORITE SANDWICH PLACE

Certified copy of U.S. Registration No. 1,624,014 for AMERICA’S
FAVORITE VACATION LIFESTYLE

Certified copy of U.S. Registration No. 3,125,087 for AMERICA’S
FAVORITE CHEESECAKE

Certified copy of U.S. Registration No. 2,997,476 for TRACKER
AMERICA'S FAVORITE BOATS

Certified copy of U.S. Registration No. 2,689,567 for AMERICA’S
FAVORITE

Certified copy of U.S. Registration No.1,810,310 for AMERICA’S
FAVORITE MUSIC

Certified copy of U.S. Registration No. 1,601,596 for AMERICA’S
FAVORITE NEIGHBOR

Certified copy of U.S. Registration No. 2,209,885 for ATLANTIC
CITY AMERICA’S FAVORITE PLAYGROUND

Certified copy of U.S. Registration No. 782,607 for AMERICA’S
FAVORITE NUTS

Certified copy of U.S. Registration No. 2,667,446 for AMERICA’S
FAVORITE DOWN PAYMENT GIFT PROGRAM

Certified copy of U.S. Registration No. 2,903,131 for AMERICA’S
FAVORITE GARAGE DOORS

Certified copy of U.S. Registration No. 1,256,452 for AMERICA’S
FAVORITE FUND RAISING PRODUCTS CO.
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Opposer’s Exhibit 208 Certified copy of U.S. Registration No. 3,080,992 for AMERICA’S
FAVORITE TACKLEBOXES

Opposer’s Exhibit 209 Certified copy of U.S. Registration No. 2,586,795 for AMERICA’S
FAVORITE BOATING SUPPLY SOURCE

Opposer’s Exhibit 210 Certified copy of U.S. Registration No. 2,535,729 for AMERICA’S
FAVORITE GOLF SCHOOLS

Opposer’s Exhibit 211 Certified copy of U.S. Registration No. 2,098,790 for AMERICA’S
FAVORITE KETCHUP

Opposer’s Exhibit 212 Certified copy of U.S. Registration No. 1,924,317 for BUMPERS

AMERICA’S FAVORITE FOODS

Opposer’s Exhibit 213 Certified copy of U.S. Registration No. 2,520,689 for AMERICA’S
FAVORITE WAY TO PAY

Opposer’s Exhibit 214 Certified copy of U.S. Registration No. 1,638,019 for AMERICA’S
SNACK FAVORITE

These registrations are relevant to show that marks that include “AMERICA’S FAVORITE”
or variations of those terms - such as Opposer’s mark AMERICA’S FAVORITE PASTA - are both
capable of acquiring distinctiveness and functioning as a trademark.

Opposer’s Exhibit 215 Copy of Application - Serial No. 78/136,708 for BARILLA -
AMERICA’S PREFERRED PASTA

Opposer’s Exhibit 216 Copy of Application - Serial No. 78/136,706 for BARILLA -
AMERICA’S #1 PASTA

Opposer’s Exhibit 217 Copy of Application - Serial No. 78/136,703 for BARILLA -
AMERICA’S FAVORITE PASTA

Opposer’s Exhibit 218 Copy of Application - Serial No. 78/136,701 for BARILLA -
AMERICA’S BEST PASTA
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These applications are relevant to show that Barilla lacked a bona fide intent, under
circumstances showing the good faith of such person, to use BARILLA - AMERICA’S FAVORITE
PASTA because it sought to register multiple marks that convey largely the same commercial
Impression.

Respectfully submitted,

Chfe Yy

Thoma# H. Van Hoozer, Reg. No. 32761
Cheryl L. Burbach

HOVEY WILLIAMS LLP

2405 Grand Blvd., Suite 400

Kansas City, MO 64108

Phone: 816/474-9050

Fax: 816/474-9057

Attorneys for Opposer

CERTIFICATE OF MAILING

The undersigned hereby certifies that Opposer’s Notice of Reliance Under Rule 2.122(e) is
being deposited with the United States Postal Service as First Class U.S. Mail addressed to:

Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

on this 13" day of November, 2006.

[7.% 457
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that the attached Opposer’s Notice of Reliance Under Rule
1.222(e) has been served on Applicant via First Class U.S. Mail to the following address:

G. Franklin Rothwell

Brian E. Banner

ROTHWELL, FIGG, ERNST & MANBECK P.C.
1425 K Street, NW, Suite 800

Washington, DC 20005

Fax: (202) 783-6031

on this 13" day of November, 2006.

%/W
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American Italian Pasta Company
V.
Barilla Alimentare S.P.A.
Opposition No. 91161373
Opposer’s Exhibit 115




IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF MISSOURI

WESTERN DIVISION
AMERICAN ITALIAN PASTA COMPANY )
Plaintiff, ;
V. ; No. 02-0594-CV-W-SOW
NEW WORLD PASTA COMPANY §
Defendant. ;

ORDER

Before the Court are defendant New World Pasta Company’s Motion for Partial Summary
Judgment (Doc. #26), plaintiff American Italian Pasta Company’s Suggestions in Opposition, and
defendant’s Reply. For the reasons stated hérein, defendant’s motion is denied.

1. Background

Plaintiff American Italian Pasta Company (“AIPC”) filed a Complaint for Declaratory
Judgment on June 18, 2002. Plaintiff’s Complaint seeks a declaratory judgment pursuant to 28
U.S.C. §2201(a) that its use of the phrase “America’s Favorite Pasta” on its pasta packaging and in
advertising and promoting its pasta products does not constitute false advertising in violation of 15
U.S.C. §1125(a)(1)(B).

Defendant New World Pasta Company (“New World”) respondéd to plaintiff’s Complaint
by filing an Answer and Counterclaim on August 2, 2002. In the Answer and Counterclaim, New
World alleges that AIPC’s use of the advertising claim “America’s Favorite Pasta” on its
Mueller’s branded dried pastas is literally false because it conveys to consumers that Mueller’s is
a national brand of pasta and is the number one selling brand of pasta in the country. New World

alleges that Mueller’s branded pasta is not sold anywhere west of the Mississippi River and is, at




best, in second place in sales. New World asserts that AIPC’s advertising claim “America’s
Favorite Pasta” on its Mueller’s branded pasta is a false representation in violation of Section
43(a) of the Lanham Act, 15 U.S.C. §1125(a) and in violation of the unfair competition laws of
seventeen states in which Mueller’s pasta is sold. New World seeks injunctive relief and
damages.

New World has filed a motion for partial summary judgment. The following undisputed
material facts are relevant to the pending motion: AIPC has been manufacturing Mueller’s dried
pasta since 1997. From 1997 through November of 2000, AIPC manufactured Mueller’s dried
pasta for Best Foods. Then, on or about November 14, 2000, AIPC purchased the exclusive rights
to own all aspects of the Mueller’s pasta business. At that time, AIPC assumed responsibility for
packaging, distribution, pricing, and marketing of the Mueller’s brand pastas.

The phrase “America’s Favorite Pasta” has appeared continuously on Mueller’s pasta
packaging since at least November of 2000." These packages are placed on product shelves next
to competitive brands of pasta at the point of purchase. The phrase “America’s Favorite Pasta”
has also been used in advertising materials for Mueller’s brand pasta products.

The parties agree that Barilla was the largest seller of dried pasta in the United States
during the year 2002. Similarly, it is undisputed that in its 2001 Annual Report, AIPC did not
claim that Mueller’s is the largest selling brand of dried pasta in the United States. In addition, it
1s undisputed that Mueller’s brand pasta is not sold anywhere west of the Mississippi River. The

advertising and packages for AIPC’s Mueller’s brand of dried pasta products have not claimed

'"There is a dispute between the parties as to whether or not the phrase “America’s Favorite
Pasta” was used on packages of Mueller’s brand pasta between 1997 and 2000 while AIPC was
manufacturing the pasta for Best Foods.




that Mueller’s is the best-selling pasta in the United States. Mueller’s claims a brand heritage
starting in 1867 and it has been continuously sold through the present.

On May 21, 2002, defendant New World sent a letter to plaintiff AIPC demanding that
AIPC assure New World in writing no later than May 29, 2002 that by July 2, 2002, AIPC would
cease all use of the phrase “America’s Favorite Pasta” for Mueller’s products. On June 20, 2002,
AIPC filed this lawsuit seeking a declaratory judgment that its use of the phrase “America’s
Favorite Pasta” does not violate § 43(a) of the Lanham Act.

In addition to these undisputed material facts, défendant New World contends that a
substantial number of consumers perceive AIPC’s phrase “America’s Favorite Pasta” as
conveying that Mueller’s is the number one selling pasta in the country. New World also asserts
that a substantial number of consumers perceive the phrase as conveying that Mueller’s is a
national brand of pasta available everywhere in the country. New World’s allegations are based
on the results of a consumer survey. Plaintiff AIPC disputes New World’s allegations, claiming
that these conclusions are unreliable due to the flawed methodology and analysis found in the
protocol of the study relied upon by New World.

II. Standard

A motion for summary judgment should be granted if, viewing the evidence in the light

most favorable to the non-moving party, there is no genuine issue as to any material fact and the

moving party is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(c); Rafos v. Outboard

Marine Corp., 1 F.3d 707, 708 (8" Cir. 1993) (citing Celotex Corp. v. Catrett, 477 U.S. 317, 322-

23 (1986)). A defendant who moves for summary judgment has the burden of showing that there

is no genuine issue of fact for trial. Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 256 (1986). A

plaintiff opposing a properly supported motion for summary judgment may not rest upon the

3




allegations contained in the pleadings, “but must set forth specific facts showing there is a genuine
issue for trial.” Id.
[I. Discussion

Defendant New World alleges that plaintiff AIPC’s use of the phrase “America’s Favorite
Pasta” on its Mueller’s brand pasta packaging and in advertising materials for its Mueller’s brand
pasta is literally false and violates the Lanham Act. In the alternative, New World argues that
AIPC’s use of the phrase is impliedly false and misleading. AIPC contends that the phrase is non-
actionable puffery.
A. Literal Falsity

To demonstrate falsity within the meaning of the Lanham Act, a plaintiff may show (1) that
the statement is literally false as a factual matter or (2) that the statement is literally true or
ambiguous but it implicitly conveys a false impression, is misleading in context, or is likely to

deceive consumers. United Industries Corp. v. The Clorox Co., 140 F.3d 1175, 1180 (8" Cir.

1998) (citations omitted). Defendant New World alleges that AIPC’s use of the phrase
“America’s Favorite Pasta” on its Mueller’s brand pastas and in advertising those pastas is
literally false. Courts determine whether an accused statement is literally false without
considering factual issues about public perception of the statement. Id. “In assessing whether an
advertisement is literally false, a court must analyze the message conveyed within its full context.”
Id. at 1181 (citation omitted).

Defendant New World argues that within the advertising industry, claims to be America’s
“favorite” are well known and “only the market leader can properly make the claim.” New World
suggests that because AIPC’s Mueller’s brand is not the best-selling brand of pasta in the United

States, AIPC’s use of the phrase “America’s Favorite Pasta” is literally false. This Court

4




disagrees.

As defendant New World concedes, there are no court decisions addressing an advertising
claim of being a “favorite.” Instead, New World relies on decisions issued by the National
Advertising Division of the Better Business Bureau (“NAD”). These decisions are not binding on
this Court nor are they persuasive. The facts and holdings found in the NAD decisions do not
support defendant’s conclusions.

The use of the term “favorite” is not literally false. The term “favorite” is ambiguous and
does not necessarily refer to the best selling item in a category. It is logical that a product could
be a favorite without being the best-selling product in its category. For example, a group of
individual consumers could participate in a wine tasting study. Their favorite wine might be a red
wine that sells for $200 a bottle. That wine would be their favorite, but it probably would not
become the best-selling red wine due to its cost.

Furthermore, as plaintiff AIPC suggests, the term “favorite” is ambiguous. It could refer to
a preference in quality, taste, price, or cooking ease. Defendant has not established that the words
in the phrase “America’s Favorite Pasta” have a specific meaning and that the phrase is
unambiguously, literally false.

Therefore, the Court finds that as a factual matter, plaintiff’s use of the phrase “America’s
Favorite Pasta” is not literally false. Defendant’s motion for summary judgment is denied as to its

claim of literal falsity.

2. False Impression, Misleading, or Deceptive

Defendant New World argues that even if the statement is too ambiguous to be literally

false, it violates the Lanham Act because it “conveys a false message to consumers.” Defendant
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relies on a consumer study that it claims demonstrates that a substantial number of consumers (over
40%) perceive the advertising claim “America’s Favorite Pasta” to convey that plaintiff’s
Mueller’s brand pasta is the best selling brand of dried pasta.

In order to establish that plaintiff AIPC is violating the Lanham Act, defendant New World

must show:

1. a false statement of fact was made by the defendant in a commercial advertisement
about its own or another product;

2. the statement actually deceived or has the tendency to deceive a substantial segment
of its audience;

3. the deception is material, in that it is likely to influence the purchasing decision;

4, the defendant caused its false statement to enter interstate commerce; and

5. the plaintiff has been or is likely to be injured as a result of the false statement,

either by direct diversion of sales from itself to defendant or by a loss of goodwill
associated with its products.

United Indus. Corp. v. Clorox Co., 140 F.3d at 1180. A determination of implicit falsity requires

either proof of wilfulness or actual material misleading of consumers. 1d. at 1183.

Plaintiff AIPC argues that its use of the phrase “America’s Favorite Pasta” is non-
actionable “puffery.” “A court may consider as a matter of law whether the alleged
misrepresentation in an advertisement is a statement of fact, actionable under the Lanham Act, or

mere puffery.” In re Century 21-RE/MAX Real Estate Adver. Claims Litig., 882 F.Supp. 915, 926

(C.D. Cal. 1994)(citing Cook, Perkiss, & Leihe, Inc. v. N. Cal. Collection Serv., 911 F.2d 242,

245 (9 Cir. 1990)).
“Puffery is exaggerated advertising, blustering, and boasting upon which no reasonable
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buyer would rely and is not actionable under § 43(a).” United Indus. Corp., 140 F.3d at 1180

(internal quotations omitted). Due to their generalized nature, advertisements or statements that
fall into the category of “puffery” do not meet the first and second elements required under § 43(a)
because “it is beyond the realm of reason to assert . . . that a reasonable consumer would interpret

[the puffery] as a factual claim upon which he or she could rely.” In re Century 21, 882 F.Supp. at

926 (citation omitted). Puffing applies to claims that cannot be proven false because they are not

capable of measurement. United Indus. Corp., 140 F.3d at 1180; Castrol Inc. v. Pennzoil Co., 987

F.2d 939, 946 (3" Cir. 1993).
Viewed in context, the phrase “America’s Favorite Pasta” is the kind of general claim of

superiority that is “so vague, it would be understood as a mere expression of opinion.” Pizza Hut

Inc. v. Papa John’s Int’] Inc., 227 F.3d 489, 496 (5" Cir. 2000), cert. denied, 532 U.S. 920

(2001)(citing 4 J. Thomas McCarthy, McCarthy of Trademarks and Unfair Competition, § 27.38

(4" ed. 1996)).

Drawing guidance from the writings of our sister circuits and the leading commentators, we
think that non-actionable “puffery” comes in at least two possible forms: (1) an
exaggerated, blustering, and boasting statement upon which no reasonable buyer would be
justified in relying; or (2) a general claim of superiority over comparable products that is
so vague that it can be understood as nothing more than a mere expression of opinion.

Pizza Hut, Inc., 277 F.3d at 496-97.

The term “favorite” necessarily implies an opinion. Plaintiff AIPC has not specified that
its Mueller’s brand pasta is a favorite based upon any criteria for evaluating pasta. See In Re
Century 21, 882 F.Supp. at 928 (“the chairman of RMI has ‘declared RE/MAX #1 in the United
States - and the World.” Not only is this mere opinion, but it makes no reference to the category in

which RE/MAX is number one.”). As recognized in Pizza Hut, Inc., “Bald assertions of

superiority or general statements of opinion cannot form the basis of Lanham Act liability.” 227
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F.3d at 496 (citations omitted). To be actionable, the statements at issue “must be a ‘specific and
measurable claim, capable of being proved false or of being reasonably interpreted as a statement

of objective fact.”” Id. (citing Coastal Abstract Serv., Inc. v. First Am. Title Ins. Co., 173 F.3d

725, 731 (9 Cir. 1999)).

Defendant has not persuaded the Court that the phrase “America’s Favorite Pasta” is a
specific and measurable claim. Rather, the phrase is a “general claim of superiority over
comparable products that is so vague that it can be understood as nothing more than a mere

expression of opinion.” Pizza Hut, Inc., 227 F.3d at 497.

Therefore, this Court finds as a matter of law that the phrase “America’s Favorite Pasta” is

mere puffery and is not actionable under the Lanham Act.
IV. Conclusion

For the reasons stated above, it is hereby

ORDERED that defendant New World Pasta Company’s Motion for Partial Summary
Judgment (Doc. #26) is denied. It is further

ORDERED that defendant’s Counterclaim is dismissed based upon the Court’s finding that
the phrase “America’s Favorite Pasta” constitutes non-actionable “puffery” and is not a violation
of the Lanham Act. It is further

ORDERED that defendant’s state law claims are dismissed as the Court declines to

exercise supplemental jurisdiction over such claims having dismissed defendant’s federal claim.

/s/Scott O. Wright
SCOTT O. WRIGHT
Senior United States District Judge
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United States Court of Appeals
FOR THE EIGHTH CIRCUIT

No. 03-2065

American Italian Pasta Company,

Appellee,
Appeal from the United States
District Court for the

Western District of Missouri.

V.

New World Pasta Company,

* % X X ¥ ¥ * ¥ *

Appellant.

Submitted: November 17, 2003
Filed: June 7, 2004

Before RILEY, RICHARD S. ARNOLD, and MELLOY, Circuit Judges.

RILEY, Circuit Judge.

“America’s Favorite Pasta”-Commercial puffery or factual claim?

American Italian Pasta Company (American) sued New World Pasta Company
(New World), seeking a declaratory judgment that American’s use of the phrase
“America’s Favorite Pasta” does not constitute false or misleading advertising under
section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a)(1)(B) (2000). New World
counterclaimed, asserting American’s use of “America’s Favorite Pasta” violated the
Lanham Act and many states’ unfair competition laws. On summary judgment, the




district court' concluded American’s use of “America’s Favorite Pasta” did not
violate the Lanham Act, dismissing New World’s counterclaims and declining to
exercise jurisdiction over New World’s state law claims. We affirm.

L BACKGROUND

From 1997 t0 2000, American® manufactured Mueller’s brand (Mueller’s) dried
pasta for Best Foods. In the fall 0of2000, American purchased Mueller’s and assumed
all packaging, distributing, pricing, and marketing for the brand. Since purchasing
Mueller’s, American has placed the phrase “America’s Favorite Pasta” on Mueller’s
packaging. On various packages, the phrases “Quality Since 1867,” “Made from
100% Semolina,” or “Made with Semolina” accompany the phrase “America’s
Favorite Pasta.” The packaging also contains a paragraph in which the phrase
“America’s Favorite Pasta” appears. The paragraph states (1) pasta lovers have
enjoyed Mueller’s pasta for 130 years; (2) claims Mueller’s “pasta cooks to perfect
tenderness every time,” because Mueller’s uses “100% pure semolina milled from the
highest quality durum wheat;” and (3) encourages consumers to ‘[t]aste why

Mueller’s is America’s favorite pasta.”

New World® sent American a letter demanding American cease and desist using
the phrase “America’s Favorite Pasta.” Consequently, American filed this suit,
requesting a declaration that its use of the phrase “America’s Favorite Pasta” does not
constitute false or misleading advertising under the Lanham Act. In its federal

'The Honorable Scott O. Wright, United States District Judge for the Western
District of Missouri.

?American sells dried pasta under the brand names Mueller’s, Golden Grain,
Mrs. Grass, Ronco, Luxury, R & F, Global A1, Pennsylvania Dutch, and Anthony’s.

New World sells dried pasta under the brand names Ronzoni, San Giorgio,
Skinner, American Beauty, Lightn’ Fluffy, Goodman, Mrs. Weiss, Prince, Creamette,
Monder, Albadoro, Catelli, Lancia, and Ronzoni Canada.
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counterclaim, New World asserted American’s use of “America’s Favorite Pasta”
violated the Lanham Act. New World claims American’s use of the phrase is false
or misleading advertising, because, according to New World’s consumer survey, the
phrase conveys Mueller’s is a national pasta brand or the nation’s number one selling
pasta. American and New World agree Barilla sells the most dried pasta in the United
States and American’s brands are regional.

American moved to dismiss New World’s counterclaims, arguing the phrase
“America’s Favorite Pasta” constituted non-actionable puffery. New World resisted
American’s motion and filed a motion for partial summary judgment. The district
court denied American’s motion, concluding it would have to consider facts outside
the pleadings to determine if the phrase “America’s Favorite Pasta” constituted
puffery. Two weeks later, the district court denied New World’s motion for partial
summary judgment, dismissed New World’s Lanham Act counterclaim, and declined
to exercise jurisdiction over New World’s state law counterclaims. The district court
concluded the phrase “America’s Favorite Pasta” constitutes non-actionable puffery
as a matter of law, and the phrase is not actionable under the Lanham Act. New
World appeals, contending the phrase “America’s Favorite Pasta” is not puffery, but
is a deceptive factual claim.

II. DISCUSSION
We review the district court’s summary judgment decision de novo. Interstate

Cleaning Corp. v. Commercial Underwriters Ins. Co., 325 F.3d 1024, 1027 (8th Cir.
2003). A purpose of the Lanham Act is “to protect persons engaged in commerce
against false advertising and unfair competition.” United Indus. Corp. v. Clorox Co.,
140 F.3d 1175, 1179 (8th Cir. 1998). To establish a false or deceptively misleading
advertising claim under section 43(a) of the Lanham Act,* New World must establish:

“Section 43(a) of the Lanham Act states, in pertinent part:

3.




(1) a false statement of fact by [American on its packaging] about its
own or another’s product; (2) the statement actually deceived or has the
tendency to deceive a substantial segment of its audience; (3) the
deception is material, in that it is likely to influence the purchasing
decision; (4) the defendant caused its false statement to enter interstate
commerce; and (5) the plaintiff has been or is likely to be injured as a
result of the false statement.

Id. at 1180 (emphasis added). The failure to establish any element of the prima facie
case is fatal. Pizza Hut, Inc. v. Papa John’s Int’l, Inc., 227 F.3d 489, 495 (5th Cir.
2000).

Under section 43(a), two categories of actionable statements exist: (1) literally
false factual commercial claims; and (2) literally true or ambiguous factual claims
“which implicitly convey a false impression, are misleading in context, or [are] likely
to deceive consumers.” United Indus., 140 F.3d at 1180. Besides actionable
statements, a category of non-actionable statements exists. Id. Many statements fall
into this category, popularly known as puffery. Id. Puffery exists in two general

(1) Any person who, on or in connection with any goods . . . uses in
commerce any . . . false or misleading description of fact, or false or
misleading representation of fact, which —

(B) in commercial advertising or promotion, misrepresents the
nature, characteristics, qualities, or geographic origin of his or her
or another person’s goods, services, or commercial activities,

shall be liable in a civil action by any person who believes that he or she
is or is likely to be damaged by such act.

15 U.S.C. § 1125(a) (emphasis added).




forms: (1) exaggerated statements of bluster or boast upon which no reasonable
consumer would rely; and (2) vague or highly subjective claims of product
superiority, including bald assertions of superiority. Pizza Hut, 227 F.3d at 496-97,
United Indus., 140 F.3d at 1180.

Juxtaposed to puffery is a factual claim. A factual claim is a statement that “(1)
admits of being adjudged true or false in a way that (2) admits of empirical
verification.” Pizza Hut, 227 F.3d at 496 (quoting Presidio Enters., Inc. v. Warner
Bros. Distrib. Corp., 784 F.2d 674, 679 (5th Cir. 1986)). To be actionable, the
statement must be a “specific and measurable claim, capable of being proved false or
of being reasonably interpreted as a statement of objective fact.” Coastal Abstract
Serv., Inc. v. First Am. Title Ins. Co., 173 F.3d 725, 731 (9th Cir. 1999); cf. United
Indus., 140 F.3d at 1180 (noting puffery does not include “false descriptions of
specific or absolute characteristics of a product and specific, measurable claims of
product superiority”). Generally, opinions are not actionable. Coastal Abstract, 173
F.3d at 731.

Puffery and statements of fact are mutually exclusive. If a statement is a
specific, measurable claim or can be reasonably interpreted as being a factual claim,
i.e., one capable of verification, the statement is one of fact. Conversely, if the
statement is not specific and measurable, and cannot be reasonably interpreted as
providing a benchmark by which the veracity of the statement can be ascertained, the
statement constitutes puffery. Defining puffery broadly provides advertisers and
manufacturers considerable leeway to craft their statements, allowing the free market
to hold advertisers and manufacturers accountable for their statements, ensuring
vigorous competition, and protecting legitimate commercial speech.

A.  “America’s Favorite Pasta” Standing Alone
The phrase “America’s Favorite Pasta,” standing alone, is not a statement of
fact as a matter of law. The key term in the phrase “America’s Favorite Pasta” is

-5.




“favorite.” Used in this context, “favorite” is defined as “markedly popular especially
over an extended period of time.” Webster’s Third New International Dictionary 830
(unabridged 1961). Webster’s definition of “favorite” begs the question of how
“popular” is defined. In this context, “popular” is defined as “well liked or admired
by a particular group or circle.” Id. at 1766. By combining the term “favorite” with
“America’s,” American claims Mueller’s pasta has been well liked or admired over

time by America, a non-definitive person.’

“America’s Favorite Pasta” is not a specific, measurable claim and cannot be
reasonably interpreted as an objective fact. “Well liked” and “admired” are entirely
subjective and vague. Neither the words “well liked” nor “admired” provide an
empirical benchmark by which the claim can be measured. “Well liked” and
“admired” do not convey a quantifiable threshold in sheer number, percentage, or
place in a series. A product may be well liked or admired, but the product may not
dominate in sales or market share. For example, assume a consumer’s favorite cut of
meat is beeftenderloin. If we were to look at the sheer amount of beef tenderloin our
hypothetical consumer buys relative to other cuts of meat, beef tenderloin may not
have a sizable market share or account for a significant percentage of the amount of
money spent on meat. Therefore, we could not accurately determine whether beef
tenderloin was the consumer’s favorite cut of beef based on those benchmarks. The
fact is, the consumer'may admire beeftenderloin and like it best among beef cuts, but
beef tenderloin is too expensive for our consumer to eat often. Likewise, sales
volume and total dollars spent on particular pasta brands in the United States may not

uncover America’s favorite pasta.

SWe note the outcome of this case might be different if American claimed
Mueller’s pasta was the favorite pasta of a specific person or an identifiable group.
Such a claim might be a statement of fact. For example, the claim that Mueller’s 1s
Judge Michael Melloy’s favorite pasta would not be puffery. Such a statement is a
factual statement that could be verified by simply asking Judge Melloy which pasta
brand is his favorite.
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“America’s Favorite Pasta” also does not imply Mueller’s is a national brand.
First, “America’s” is vague, and “America’s,” as well as “America” and “American”
used in a similar context, is a broad, general reference. Second, a brand, chain, or
product could be America’s favorite without being national. For example, an
individual restaurant or restaurant chain may be America’s favorite, but may be
located only in one or a few states. Although the restaurant chain may not be
available nationally, consumers may prefer the restaurant because of its quality of
food, quality of service, atmosphere, or some other attribute. Because “America’s
Favorite” depends on numerous characteristics, many of which may be intrinsic, a
product (be it a restaurant, grits, or pasta) need not be sold nationally to be America’s

favorite.

B. “America’s Favorite Pasta” Viewed In Context

Having decided the phrase “America’s Favorite Pasta,” standing alone, is not
a statement of fact, we consider whether the context in which the phrase is used by
American transforms it into a statement of fact. See Pizza Hut, 227 F.3d at 495 n.5
(noting the context in which a statement appears can be used to determine if the
statement is actionable under the Lanham Act). “America’s Favorite Pasta” appears
on Mueller’s packaging in two places. First, Mueller’s packaging contains the phrase
“America’s Favorite Pasta” in the following paragraph (Paragraph):

For over 130 years, pasta lovers have enjoyed the great taste of
Mueller’s. Our pasta cooks to perfect tenderness every time because it’s
made from 100% pure semolina milled from the highest quality durum
wheat. Taste why Mueller’s is America’s favorite pasta.

Second, “America’s Favorite Pasta” appears directly above “Quality Since 1867 on
some packaging, and directly above “Made from 100% Semolina” or “Made with

Semolina” on other packaging (Phrases).




The Paragraph and the Phrases fail to transform “America’s Favorite Pasta”
into a statement of fact. The Paragraph does not suggest a benchmark by which the
veracity of American’s statement can be verified. The Paragraph generally declares
the brand has existed for 130 years, Mueller’s tastes great, cooks to perfect
tenderness, and is manufactured from high quality grain. We assume, arguendo, the
sentence “Taste why Mueller’sis America’s favorite pasta” incorporates the attributes
listed in the Paragraph into American’s claim. Two attributes listed in the Paragraph
are subject to verification: Mueller’s is made from 100% pure semolina, and the
brand is more than 130 years old. New World does not contend these claims are
false. The remaining attributes listed in the Paragraph are unquantifiable and subject

to an individual’s fancy.

Notwithstanding the incorporation of these claims into “America’s Favorite
Pasta,” the unverifiable attributes attenuate verifiable, and accurate, claims. “Taste
why Mueller’s is America’s favorite pasta” suggests all of the attributes listed in the
Paragraph are the reason Mueller’s is “America’s Favorite Pasta” and suggests each
carries equal weight. The unquantifiable attributes coupled with two verifiable
attributes do not render the phrase “America’s Favorite Pasta” subject to verification.

Similarly, the Phrases do not convey a benchmark for “America’s Favorite
Pasta.” The term “quality” is vague, entirely subjective, and a bare assertion of
product superiority. In the context used, “quality” means “inherent or intrinsic
excellence of character or type” or “superiority in kind.” Webster’s Third New
International Dictionary 1858 (unabridged 1961). The only portion of “Quality Since
1867 that can be verified is “Since 1867,” but “Since 1867 does not provide a
methodology or a reason why Mueller’s is America’s favorite. The words simply
state, accurately, when the brand was founded. Likewise, while presenting factual
claims, the phrases “Made from 100% Semolina” and “Made with Semolina” do not
define a methodology by which to ascertain the veracity of American’s claim that




Mueller’s is “America’s Favorite Pasta.” The two phrases simply, and correctly, list
characteristics of the pasta.

C. Consumer Surveys

We now consider whether the results of New World’s consumer survey
transform the phrase “America’s Favorite Pasta” into a specific, measurable claim.
In its survey, New World asked consumers if the phrase “America’s Favorite Pasta”
conveyed a meaning. According to New World, thirty-three percent of those
surveyed allegedly perceived the phrase “America’s Favorite Pasta” to mean
Mueller’s is the number one brand. Fifty percent of those surveyed allegedly
perceived the phrase “America’s Favorite Pasta” to mean Mueller’s is a national
brand.

The Seventh Circuit confronted a similar question in Mead Johnson & Co. v.
Abbott Laboratories, 201 F.3d 883 (7th Cir.), opinion amended on denial of reh’g,
209 F.3d 1032 (7th Cir. 2000). Having concluded the phrase “1st Choice of Doctors™
conveyed more doctors prefer this product over its rivals, the Seventh Circuit

considered whether a consumer survey can assign a different meaning to a phrase.
Id. at 883-84. Mead Johnson’s survey indicated consumers perceived the phrase “1st
Choice of Doctors” to mean a majority of doctors. Concluding the district court erred
in using the survey to assign such a meaning, the Seventh Circuit noted, “never before
has survey research been used to determine the meaning of words, or to set the
standard to which objectively verifiable claims must be held.” Id. at 886. While
acknowledging dictionaries are surveys by people who devote their entire lives to
discovering the usage of words, the Seventh Circuit cogitated “[i]t would be a bad
idea to replace the work of these professionals with the first impressions of people on
the street.” Id. The Seventh Circuit reasoned that using consumer surveys to
determine the benchmark by which a claim is measured would remove otherwise
useful words from products and would reduce ads and packaging to puffery. Id. at
886-87.




We agree with the Seventh Circuit. To allow a consumer survey to determine
a claim’s benchmark would subject any advertisement or promotional statement to
numerous variables, often unpredictable, and would introduce even more uncertainty
into the market place. A manufacturer or advertiser who expended significant
resources to substantiate a statement or forge a puffing statement could be blind-sided
by a consumer survey that defines the advertising statement differently, subjecting the
advertiser or manufacturer to unintended liability for a wholly unanticipated claim the
advertisement’s plain language would not support. The resulting unpredictability
could chill commercial speech, eliminating useful claims from packaging and
advertisements. As the Seventh Circuit noted, the Lanham Act protects against
misleading and false statements of fact, not misunderstood statements. Id. at 886.

IIl. CONCLUSION
For the foregoing reasons, we affirm.
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Int. Cl.: 12
Prior U.S. Cls.: 19, 21, 23, 31, 35 and 44

. Reg. No. 2,467,054
United States Patent and Trademark Office  Registered July 10, 2001

TRADEMARK
PRINCIPAL REGISTER

AMERICA’S FAVORITE TRUCK CAMPER

LANCE CAMPER MFG. CORP. (CALIFORNIA NO CLAIM IS MADE TO THE EXCLUSIVE

CORPORATION) RIGHT TO USE "TRUCK CAMPER", APART FROM
43120 VENTURA STREET THE MARK AS SHOWN.
LANCASTER, CA 93535

FOR: RECREATIONAL VEHICLES, NAMELY ~ SEC- 2P

TRUCK CAMPERS AND FIFTH WHEEL TRAILERS,
IN CLASS 12 (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SER. NO, 75-738,157, FILED 6-28-1999.

FIRST USE 10-15-1994; IN COMMERCE 10-15-1994.  ANN LINNEHAN, EXAMINING ATTORNEY
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Int. Cl.: 42
Prior U.S. Cls.: 100 and 101

United States Patent and Trademark Office

Reg. No. 2,076,574
Registered July 1, 1997

SERVICE MARK
SUPPLEMENTAL REGISTER

AMERICA’S FAVORITES

NABISCO BRANDS COMPANY (DELAWARE
CORPORATION)

SUITE 2740, ONE SOUTH WACKER DRIVE

CHICAGO, IL 60606

FOR: MAIL ORDER CATALOG SERVICES
FEATURING PACKAGED FOODS, SNACKS,
TOYS, TINS, CLOCKS, SIGNS, BAGS, BABY
ITEMS, BLANKETS, PET FOOD, SPORTING

GOODS AND OTHER CONSUMER ITEMS, IN
CLASS 42 (U.S. CLS. 100 AND 101).

FIRST USE 3-21-1996; IN COMMERCE
3-21-1996.

SER. NO. 75-061,946, FILED P.R. 2-19-1996;
AM. S.R. 4-30-1997.

JEFFREY LOOK, EXAMINING ATTORNEY
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Int. Cl.: 35

Prior U.S. Cl.: 101

. Reg. No. 1,605,872
United States Patent and Trademark Office Registered July 10, 199

SERVICE MARK
PRINCIPAL REGISTER

AMERICA’S FAVORITE MAIL

VAL-PAK DIRECT MARKETING SYSTEMS, ADVERTISIN